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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply wilt, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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8) 13 Claim(s) 1-24 are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 
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DETAILED ACTION 
Election/Restrictions 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: Figure 1, Figure 2, Figure3 and Figure 4. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1, 2, 14, 21 , 22 and 24 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
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the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

During a telephone conversation with IVlr. Ernest Buff on 9/12/2005 a provisional 
election was made with traverse to prosecute the invention of Figure 2, claims 1-9, 1 1- 
16, 18-24. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 1 0 and 1 7 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Drawings 

Figure 1 has been described as "a conventional marker" if this figure shows only 
that which is old Figure 1 should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated. See MPEP § 608.02(g). Corrected 
drawings in compliance with 37 CFR 1 .121(d) are required in reply to the Office action 
to avoid abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
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applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-5, 14-16, 18, 19 and 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fabian (5,057,095). 



Claim 1 - Fabian teaches a magnetomechanical marker having a resonant 
frequency in the range of 0-1 gigahertz, which includes 70-300kHz. See column 4, lines 
1-7. 

Claim 2 - Fabian teaches a magnetomechanical marker having a resonant 
frequency in the range of 0-1 gigahertz, which includes 70-300kHz. See column 4, lines 
1-7. Element -15- is an interrogator, element -28- is a detection means, and indicating 
means are set forth in claim 2. 

Claim 3 - "ring down" and dipole field is set forth in column 4 lines 33 and 34. 

Claims 4 and 5 - applicant's attention is invited to column 4 lines 35-67. Element 
-34- is a magnetorestrictive alloy, element -36- is a bias means, and a housing is 
provided by elements -38- and -31-. 
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Claims 14-16, 18 and 19 - the method as claimed is set forth in Fabian, the 
examiner is taking the detecting antenna to be proximate the operating room. 

Claim 22 - element -34- is a magnetomechanical element, the claim includes a 
device having only one strip, elements -31- and -38- form a housing that is sized to 
allow free vibrationand element -36- is a bias magnet. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6-8, 20 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fabian(5.057,095) in view of Irizarry et al (2002/0005783). 

Fabian teaches a device as claimed but does not teach a plurality of elongated 
strips with coincidental centers and being non-parallel. Irizarry et al teaches a 
magnetomechanical marker teaching two non-parallel strips to increase the detection 
rate of the marker, paragraph [0034]. It would have been obvious to one of ordinary 
skill in the medical arts at the time the invention was made to include a second non- 
parallel strip as taught by Irizarry et al with the marker taught by Fabian to provide the 
benefit of increasing the detection rate of the marker, as taught in paragraph [0034] of 
Irizarry et al. 
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Claim 20 - using the combined apparatus set forth above in the method of 
Fabian would result in the claimed method. 

Claim 23 - element -34- is a magnetomechanical element, the claim includes a 
device having only one strip, elements -31- and -38- form a housing that is sized to 
allow free vibrationand element -36- is a bias magnet. It would have been obvious to 
one of ordinary skill in the medical arts at the time the invention was made to include a 
second non-parallel strip as taught by Irizarry et a! with the marker taught by Fabian to 
provide the benefit of increasing the detection rate of the marker, as taught in 
paragraph [0034] of Irizarry et al. 

Claims 9jW, 21 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fabian(5,057,095) in view of Irizarry et al (2002/0005783) as applied 
to claims 6-8 above, and further in view of Herzer(6,359,563) and Tanji et al 
(6,407,676). The combination of Fabian and Irizarry et al teaches a device as claimed 
but does not teach the first and second magnetomechanical strips one on either side of 
the bias magnet within the same housing. Herzer teaches the use of a plurality of 
resonator pieces two allow the width of the marker to be reduced but does not teach 
placing the resonators on both sides of the bias magnet. Tanji et al teaches placing 
resonators on both sides of the bias magnet to allow the marker to be made smaller. It 
would have been obvious to one of ordinary skill in the medical arts at the time the 
invention was made to use two strips, one on each side of the bias magnet, in place of 
each of the single strips as taught by the combination of Fabian and Irizarry et al. to 
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allow the size of the marker to be reduced as taught by Herzer(6,359,563) and Tanji et 
al. 

Claim 1 1 - strips of the same size and material have the same resonant 
frequency and strips of different size and or material would have different resonant 
frequencies(column 7 lines 1-23 of Tanji et al). 

Claims 1 2 and 1 3 - Tanji et al teaches a resonant frequency selected in the 
range of 30 kHz-445kHz. 

Claim 21 - using the combined apparatus set forth above in the method of Fabian 
would result in the claimed method. 

Claim 24 - elements -31- and -38- form a housing. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Patents 5,602.527; 6,812,842; and 6,097,312 teach 
related magnetic markers. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Samuel G. Gilbert whose telephone number is 571-272- 
4725. The examiner can nonnally be reached on Monday-Friday 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eleni Mantis-Mercader can be reached on 571-272-4740. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Samuel G. Gilbert 
Primary Examiner 
Art Unit 3736 
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